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DETAILED ACTION 

* 

Election/Restrictions 

Applicant's election with traverse of group I, claims 1-14 in the reply filed on 
August 01, 2006 is acknowledged. The traversal is on the ground(s) that search and 
examination of the subject matter in all the groups together would not place a serious 

t 

burden on the examiner. This is not found persuasive because the three groups are 
classified in differently and examining for the composition does not require the search 
for the steps of a method of making or a method of using. Thus, for the reasons above 
and explanations sent in the previous office action, it would a serious burden on the 
examiner to search and examine all three groups together. 

The request for rejoining the groups upon indication of the allowable subject 
matter has been considered and all the claims would be rejoined upon indication of 
allowable subject matter if the non-elected claims were in condition for allowance. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Objections 

Claims 12-14 are objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim 12. See MPEP § 608.01 (n). Accordingly, the 
claims 12-14 not been further treated on the merits. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 



I 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-4, 6 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1, 3, 6, 7 of U.S. Patent No. 
6,844,426. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because patent '426 teaches a magnetic carrier which has a 
saturation magnetization of 20 A m 2 /kg -100 A m 2 /kg which overlaps the range in 
claim 1 , and a coercive force of not more than 15.93 kA/m, which covers the range of 
0.80-15.92 kA/m in claim 1 of the present invention. Patent '426 also discloses that the 
particles size of 0.05 urn to 20 urn which covers the size range of 0.1-10 urn recited in 
claim 3 of the present invention. Patent '426 also discloses ferromagnetic iron oxide is a 
magnetite particle. Regarding claims 2 and 4, which are drawn to functional limitations, 
it is inherent that the particles of patent '426 can function the same way because they 
are the same particles as those in the present invention. It would have been obvious to 
one of ordinary skills in the art to vary the saturation magnetization of patent '426 to 
arrive at the saturation magnetization range of the present invention since it has been 
held that where the general conditions of a claim are disclosed in the prior art, 
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discovering the optimum workable range involves only routine skill in the art. In re Aller, 
105 USPQ 233. 

Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6, 9, 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamanouchi et al. (US 5,804,357). 

Yamanouchi teaches magnetic particles such as ferromagnetic iron oxides or co- 
coated magnetite with particle size range of 0.01-0.8 urn (which is within the claimed 
range of 0.1-10 urn of the present invention). The magnetic particles have a saturation 
magnetization of 50 to 100 emu/g (equivalent to 50 -100 A.m2/kg), which covers the 
range of 10-80 emu/g claimed in the present invention and a coercive force range of 
200-2000 oersted, which covers the claimed range of 0.8-15.92 kA/m (equivalent to 10- 
200 oersted) in the present invention, (see col. 22, line 43-col. 23, line 12). With regards 
to claims 2 and 4, it is inherent that the magnetic particles of Yamanouchi have the 
same functions or function the same ways as those claimed in claims 2 and 4 because 
Yamanouchi teaches the same magnetic particles with the same properties such as 
saturation magnetization and coercive force ranges, and size range. With regards to 
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claims 5 and 9, Yamanouchi teaches that the magnetic particles are surface-treated 
with silica and/or alumina, (see col. 23, lines 10-12). Claim 10 is taught above. 

Claims 1-4, 9, 1 1-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
O'Horo (US 4,124,735). 

O'Horo teaches magnetic glass carrier particles comprising about 12% wt of 
superparamagnetic ferrite crystallites, 34 % wt of Si02 (silicon oxide), 8% wt of AI203 
(aluminum oxide), CaO and B203. Such magnetic particles have a saturation 
magnetization of about 14.5 emu/gm and a coercive force of about 50 oersteds, (see 
example III, col. 10). With regards to claims 2 and 4, it is inherent that the magnetic 
particles of O'Horo have the same functions or function the same ways as those 
claimed in claims 2 and 4 because O'Horo teaches the same magnetic particles with the 
same properties such as saturation magnetization and coercive force ranges, and size 
range. With respect to claim 1 1 , the compound in O'Horo has an aluminum content of 
8%, which falls within the claimed range 0.1-40 wt %. (see example III). With respect to 
claim 12, the compound of O'Horo is comprised of a proportion of 8% wt aluminum and 
34 % of silicon oxide, which falls within the claimed range of 3-100 wt%. With respect to 
claim 13, O'Horo teaches the compound comprises of Si02, and AI203, which are in 
the form of an oxide. 

Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Yudelson 
(US 4,965,007). 

Yudelson teaches superparamagnetic magnetite particles having an average 
particle size range of 50-350 Angstroms (equivalent to 0.05-0.35 microns which falls 
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within the claimed range of 0.1-10 microns) (see abstract), which have a saturation 
magnetization greater than about 50 emu/gm and a coercive force of less than about 25 
Oersteds (see claim 8). These ranges fall within the claimed ranges of the present 
invention. With regards to claims 2 and 4, it is inherent that the magnetic particles of 
Yudelson have the same functions or function the same ways as those claimed in 
claims 2 and 4 because Yudelson teaches the same magnetic particles with the same 
properties such as saturation magnetization and coercive force ranges, and size range. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7, 8, 11, 12, 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamanouchi (US 5,804,357). 

Yamanouchi has been discussed above but fails to teach that the magnetic 
particles having an aspect ratio of 1 .0-1 .2 and silica coating in a proportion of 3-100 
wt%, aluminum content of 0.1-40 wt% of the total amount of silicon and aluminum. 

It would have been obvious to one of ordinary skills in the art at the time the 
invention was made to prepare the magnetic particles in an aspect ratio of 1 .0-1 .2 and 
silica or silica/aluminum coating in a proportion of 3-100 wt%, or aluminum content of 
0.1-40 wt% of the total amount of silicon and aluminum, since Yamanouchi teaches that 
the magnetic particles in their invention can be surface treated with silica and/or alumina 
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and since it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in 
the art . In re Aller, 105 USPQ 233. Furthermore, Yamanouchi teaches the same 
magnetic particles made up of ferromagnetic iron oxide and having the same saturation 
magnetization and coercive force ranges as well as same size range, it is obvious that 
the aspect ratio of the particles are the same because it is the make-up composition, 
e.g. aspect ratio, weight, etc. , of the magnetic particles that provides properties such as 
saturation magnetization and coercive force as well as size range. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over O'Horo. 

O'Horo has been discussed above for teaching the magnetic carrier comprising 
of an average particle size of 10 urn to 850 urn, a coercive force of about 50 Oersteds, 
and a saturation magnetization of about 14.5 emu/gm except for the aspect ratio of 1 .0- 
1.2. 

Since O'Horo teaches the same particle composition, particle size, coercive force 
and saturation magnetization, it would have been obvious to one of ordinary skills in the 
art at the time the invention was made to prepare the magnetic particles in an aspect 
ratio of 1 .0-1 .2 as claimed because it is the ratio of the particles along with size range 
and composition of the particle are factors that produce the particles with certain 
magnetic properties such as coercive force or saturation magnetization. Furthermore, 
since it has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable ranges involves only routine skill in the 
art . In re Aller, 105 USPQ 233. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pensee T. Do whose telephone number is 571-272- 
081 9. The examiner can normally be reached on Monday-Friday, 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on 571-272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Pensee T. Do 
Patent Examiner 
September 23, 2006 

LONG V. LE w/m/cJ? 
SUPERVISORY PATENT EXAMINER 
• TECHNOLOGY CENTER 1600 




